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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Altadis U.S.A. Inc.

Granted to Date
of previous
extension

11/10/2013

Address 5900 North Andrews Avenue
Fort Lauderdale, FL 33309
UNITED STATES

Attorney
information

Charles W. Grimes, Russell D. Dize
GRIMES LLC
488 Main Avenue
Norwalk, CT 06851
UNITED STATES
dize@gandb.com Phone:203-849-8300

Applicant Information

Application No 85780501 Publication date 05/14/2013

Opposition Filing
Date

11/12/2013 Opposition
Period Ends

11/10/2013

International
Registration No.

NONE International
Registration Date

NONE

Applicant Vapelux Ltd.
Ocean House Bentley Way
New Barnet, GB3 EN55FP
GB2

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Paper packaging containers and cartons for
cigarettes and cigarette accessories; cigarette carrying cases made of paperand cardboard; manuals
and instructional pamphlets in the field of smoking

Class 034. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Electronic cigarettes, electronic cigars,
electronic smoking pipes, electronic hookahs; electronic cigarette atomizers,electronic cigarette
cartomizers, electronic cigarette clear cartomizers; replaceable electronic cigarette cartridges sold
empty; cigar and cigarette boxes notmade of precious metal; cigarette lighters not made of precious
metal; matches

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Retail services, namely, on-line retailstores
and retail stores featuring electronic cigarettes and accessories therefor; customer loyalty services
and customer club services for commercial, promotional and advertising purposes

http://estta.uspto.gov


Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

332324 Application Date 08/22/1935

Registration Date 02/11/1936 Foreign Priority
Date

NONE

Word Mark MONTE CRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 1935/07/25 First Use In Commerce: 1935/07/25
CIGARS, CIGARETTES, AND CUT TOBACCO

U.S. Registration
No.

1459466 Application Date 02/05/1987

Registration Date 09/29/1987 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 1935/07/25 First Use In Commerce: 1935/07/25
CIGARS

U.S. Registration
No.

3805893 Application Date 07/31/2009



Registration Date 06/22/2010 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of a design of a fleur de lis.

Goods/Services Class 034. First use: First Use: 1935/07/25 First Use In Commerce: 1935/07/25
Cigars, little cigars, roll-your-own tobacco, pipe tobacco, smokeless tobacco,
ashtrays, cigar boxes, cigar cutters, cigar cases, cigar holders, lighters for
smokers, tobacco pipes, tobacco pouches, tobacco tins, match boxes and cigar
tubes

U.S. Registration
No.

1173547 Application Date 02/27/1978

Registration Date 10/13/1981 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 1935/07/25 First Use In Commerce: 1935/07/25
Cigars

U.S. Registration
No.

2396980 Application Date 12/10/1998

Registration Date 10/24/2000 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 026. First use: First Use: 1998/02/00 First Use In Commerce: 1998/02/00
HAT ORNAMENTS NOT OF PRECIOUS METAL



Class 034. First use: First Use: 1997/08/00 First Use In Commerce: 1997/08/00
ASHTRAYS NOT OF PRECIOUS METAL
Class 036. First use: First Use: 1997/09/00 First Use In Commerce: 1997/09/00
CREDIT CARD SERVICES

U.S. Registration
No.

2623858 Application Date 03/05/2001

Registration Date 09/24/2002 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2000/10/31 First Use In Commerce: 2000/10/31
cocktail lounge, bar and restaurant services; night clubs

U.S. Registration
No.

2236889 Application Date 03/03/1992

Registration Date 04/06/1999 Foreign Priority
Date

NONE

Word Mark MONTE CRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 1998/05/14 First Use In Commerce: 1998/05/14
Cologne, after-shave lotion
Class 014. First use: First Use: 1998/05/14 First Use In Commerce: 1998/05/14
Cuff links
Class 018. First use: First Use: 1998/05/14 First Use In Commerce: 1998/05/14
Wallets
Class 025. First use: First Use: 1998/02/18 First Use In Commerce: 1998/02/18
Bathrobes, scarves, headwear

U.S. Registration
No.

2594564 Application Date 04/14/1998

Registration Date 07/16/2002 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 033. First use: First Use: 2002/02/01 First Use In Commerce: 2002/02/01
ALCOHOLIC BEVERAGES

U.S. Registration 2855557 Application Date 07/03/2002



No.

Registration Date 06/22/2004 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 2002/01/00 First Use In Commerce: 2002/01/00
Ground and whole bean coffee

U.S. Registration
No.

1435633 Application Date 05/24/1985

Registration Date 04/07/1987 Foreign Priority
Date

NONE

Word Mark MONTE CRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1960/10/01 First Use In Commerce: 1960/10/01
MEN'S CLOTHING, NAMELY, SUITS, TOPCOATS, OVERCOATS, SLACKS,
AND SPORT JACKETS

U.S. Registration
No.

2673772 Application Date 08/11/2000

Registration Date 01/14/2003 Foreign Priority
Date

NONE

Word Mark WORLD OF MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 1999/08/15 First Use In Commerce: 1999/08/15
Cigars, little cigars, pipe tobacco, roll-your-own cigarette tobacco and smokeless
tobacco

U.S. Registration
No.

2872359 Application Date 11/26/2002

Registration Date 08/10/2004 Foreign Priority
Date

NONE

Word Mark MONTECRISTO CASINO



Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2003/05/13 First Use In Commerce: 2003/05/13
Cigars

U.S. Registration
No.

3665071 Application Date 04/01/2005

Registration Date 08/04/2009 Foreign Priority
Date

NONE

Word Mark CASA DE MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2009/03/03 First Use In Commerce: 2009/03/03
Cigars, little cigars, roll-your-own tobacco, pipe tobacco and smokeless tobacco

U.S. Registration
No.

3794996 Application Date 01/27/2005

Registration Date 05/25/2010 Foreign Priority
Date

NONE

Word Mark MONTECRISTO CLASSIC COLLECTION

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2005/07/21 First Use In Commerce: 2005/07/21
Cigars, little cigars, pipe tobacco andsmokeless tobacco



U.S. Registration
No.

3759106 Application Date 03/04/2009

Registration Date 03/09/2010 Foreign Priority
Date

NONE

Word Mark MONTECRISTO OPEN

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 2007/12/03 First Use In Commerce: 2007/12/03
Cigars
Class 041. First use: First Use: 2007/12/03 First Use In Commerce: 2007/12/03
Organizing and conducting a golfing event the proceeds of which are donated to
charity

U.S. Registration
No.

3679724 Application Date 03/04/2009

Registration Date 09/08/2009 Foreign Priority
Date

NONE

Word Mark MONTECRISTO CUP

Design Mark

Description of
Mark

NONE

Goods/Services Class 034. First use: First Use: 1999/12/00 First Use In Commerce: 1999/12/00
Cigars
Class 041. First use: First Use: 1999/12/00 First Use In Commerce: 1999/12/00
Organizing and conducting a golfing event the proceeds of which are donated to
charity

U.S. Registration
No.

3791093 Application Date 02/12/2009

Registration Date 05/18/2010 Foreign Priority NONE



Date

Word Mark CASA DE MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2010/02/06 First Use In Commerce: 2010/02/06
Retail store services featuring fine cigars, tobacco products, smokers' articles,
smokers' accessories, men's gifts, logo apparel, and beverages, including coffee
and rum

U.S. Registration
No.

3897792 Application Date 05/22/2009

Registration Date 12/28/2010 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2008/12/00 First Use In Commerce: 2008/12/00
Retail store services, featuring cigars
Class 041. First use: First Use: 2008/12/00 First Use In Commerce: 2008/12/00
Cigar smoking lounge services

U.S. Registration
No.

3947902 Application Date 09/07/2010

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark MONTECRISTO



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1998/05/28 First Use In Commerce: 1998/05/28
Desk sets; desk pads; pens; stands for pens and pencils
Class 028. First use: First Use: 1998/05/28 First Use In Commerce: 1998/05/28
Golf balls
Class 034. First use: First Use: 1998/05/28 First Use In Commerce: 1998/05/28
Cigar cases not of precious metal

U.S. Registration
No.

4260181 Application Date 10/20/2011

Registration Date 12/18/2012 Foreign Priority
Date

NONE

Word Mark MONTECRISTO

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 2011/08/01 First Use In Commerce: 2011/08/01
Watches
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Russell D. Dize/

Name Charles W. Grimes, Russell D. Dize

Date 11/12/2013



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In the Matter of Application Serial No. 85/780,501 
Published in the Official Gazette on May 14, 2013 
--------------------------------------------------------------X 
       : 
Altadis U.S.A. Inc.     : 
       : 
   Opposer,   : 
       : 
 v.      : Opposition No.:   
       : 
       : 
Vapelux Ltd.      : 
       : 
   Applicant.   : 
---------------------------------------------------------------X 
      
 
 

NOTICE OF OPPOSITION 
 
 Cnvcfku" W0U0C0" Kpe0" *ÐCnvcfkuÑ+" dgnkgxgu" vjcv" kv" yknn" dg" fcocigf" d{" tgikuvtcvkqp" qh" vjg"

mark shown in Application Serial No. 85/780,501 and hereby opposes same.  The grounds for 

the Opposition are as follows: 

COUNT I 

  1. Altadis is a corporation organized and existing under the laws of the State of 

Delaware, having its principal place of business at 5900 North Andrews Avenue, Fort 

Lauderdale, Florida 33309.     

2. Altadis is a major United States manufacturer of cigars, tobacco, tobacco related 

rtqfwevu"cpf"uoqmgtÓu"ctvkengu0"""" 

 3. Cuban Cigar Brands B.V. *ÐEEDÑ+"ku"c"yjqnn{"qypgf"uwdukfkct{"qh"Cnvcfku0 
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4. CCB is the owner of the following trademarks and U.S. Trademark Registrations: 

(a) The ÐMONTE CRISTO Crossed Swords and Fleur de Lis DesignÑ trademark and 

U.S. federal trademark registration number 332,324 hqt"Ðcigars, cigarettes, cpf"ewv" vqdceeqÑ in 

International Class 34.  A printout of information from the electronic database records of the 

USPTO showing the current status and title of the registration is attached as Exhibit A; 

(b) Vjg" ÐEtquugf" Uyqtfu" cpf" Hngwt" fg" Nku" FgukipÑ trademark and U.S. federal 

trademark registration number 1,459,466 hqt" ÐekictuÑ" kp" International Class 34.  A printout of 

information from the electronic database records of the USPTO showing the current status and 

title of the registration is attached as Exhibit B; and 

(c) The ÐFleur de Lis DesignÑ" vtcfgoctm" cpf" W0U0" hgfgtcn" vtcfgoctm" registration 

number 3,805,893 hqt" Ðcigars, little cigars, roll-your-own tobacco, pipe tobacco, smokeless 

tobacco, ashtrays, cigar boxes, cigar cutters, cigar cases, cigar holders, lighters for smokers, 

tobacco pipes, tobacco pouches, tobacco tins, match bozgu"cpf"ekict"vwdguÑ"kp"Kpvgtpcvkqpcn"Encuu"

34.  A printout of information from the electronic database records of the USPTO showing the 

current status and title of the registration is attached as Exhibit C; 

 The foregoing trademarks are hereinafter referred to collectively as the ÐHngwt" fg" Nku"

Design TrafgoctmuÑ. 

5. CCB is also the owner of the following trademarks and U.S. Trademark 

Registrations: 

(a) The MONTECRISTO trademark and U.S. federal trademark registration number 

1,173,547 for ÐekictuÑ in International Class 34.  A printout of information from the electronic 

database records of the USPTO showing the current status and title of the registration is attached 

as Exhibit D; 
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(b) The MONTECRISTO trademark and U.S. federal trademark registration number 

4.5;8.;:2"hqt"Ðjcv"qtpcogpvu"pqv"qh"rtgekqwu"ogvcnÑ"kp"Kpvgtpcvkqpcn"Encuu"48."hqt"Ðcujvtc{u"pqv"

qh"rtgekqwu"ogvcnÑ"kp"Kpvgtpcvkqpcn"Encuu"56"cpf"hqt"Ðetgfkv"ectf"ugtxkeguÑ"kp"Kpvgtpctional Class 

36.  A printout of information from the electronic database records of the USPTO showing the 

current status and title of the registration is attached as Exhibit E; 

(c) The MONTECRISTO trademark and U.S. federal trademark registration number 

2,845.:7:" hqt" Ðeqemvckn" nqwpig."dct" cpf" tguvcwtcpv" ugtxkegu=" pkijv" enwduÑ" kp" Kpvgtpcvkqpcn"Encuu"

42.  A printout of information from the electronic database records of the USPTO showing the 

current status and title of the registration is attached as Exhibit F; 

(d) The MONTE CRISTO trademark and U.S. federal trademark registration number 

4.458.::;" hqt" Ðeqnqipg." chvgt-ujcxg" nqvkqpÑ" kp" Kpvgtpcvkqpcn" Encuu" 5." hqt" Ðewhh" nkpmuÑ" kp"

Kpvgtpcvkqpcn" Encuu" 36." hqt" ÐycnngvuÑ" kp" Kpvgtpcvkqpcn" Encuu" 3:" cpf" hqt" Ðdcvjtqdgu." ucarves, 

jgcfygctÑ" kp" Kpvgtpcvkqpcn" Encuu" 470" "A printout of information from the electronic database 

records of the USPTO showing the current status and title of the registration is attached as 

Exhibit G; 

(e) The MONTECRISTO trademark and U.S. federal trademark registration number 

4.7;6.786"hqt"Ðcneqjqnke"dgxgtciguÑ" kp" Kpvgtpcvkqpcn"Encuu"550" "A printout of information from 

the electronic database records of the USPTO showing the current status and title of the 

registration is attached as Exhibit H;  

(f) The MONTECRISTO trademark and U.S. federal trademark registration number 

4.:77.779" hqt" Ðitqwpf" cpf" yjqng" dgcp" eqhhggÑ" kp" Kpvgtpcvkqpcn" Encuu" 520" " A printout of 

information from the electronic database records of the USPTO showing the current status and 

title of the registration is attached as Exhibit I; 
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(g) The MONTE CRISTO trademark and U.S. federal trademark registration number 

1,435,633 hqt"ÐogpÓu clothing, namely, suits, topcoats, overcoats, slacks, and sport jacketuÑ in 

International Class 25.  A printout of information from the electronic database records of the 

USPTO showing the current status and title of the registration is attached as Exhibit J; 

(h) The WORLD OF MONTECRISTO trademark and U.S. federal trademark 

tgikuvtcvkqp" pwodgt" 4.895.994" hqt" Ðeigars, little cigars, pipe tobacco, roll-your-own cigarette 

tobacco and smokeless tobaccoÑ" kp" Kpvgtpcvkqpcn"Encuu"560" "A printout of information from the 

electronic database records of the USPTO showing the current status and title of the registration 

is attached as Exhibit K; 

(i) The MONTECRISTO CASINO trademark and U.S. federal trademark 

tgikuvtcvkqp"pwodgt"4.:94.57;"hqt"ÐekictuÑ"kp"Kpvgtpcvkqpcn"Encuu"560""A printout of information 

from the electronic database records of the USPTO showing the current status and title of the 

registration is attached as Exhibit L; 

(j)  The CASA DE MONTECRISTO trademark and U.S. federal trademark 

registration number 3,665,071 hqt"Ðcigars, little cigars, roll-your-own tobacco, pipe tobacco and 

uoqmgnguu" vqdceeqÑ" in International Class 34.  A printout of information from the electronic 

database records of the USPTO showing the current status and title of the registration is attached 

as Exhibit M;  

(k) The MONTECRISTO CLASSIC COLLECTION trademark and U.S. federal 

trademark registration number 3,794,996 hqt" Ðekictu." nkvvng" ekictu."pipe tobacco and smokeless 

tobaccoÑ" kp" Kpvgtpcvkqpcn" Encuu" 560" " A printout of information from the electronic database 

records of the USPTO showing the current status and title of the registration is attached as 

Exhibit N;  
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(l) The MONTECRISTO OPEN trademark and U.S. federal trademark registration 

number 3,759,106 hqt" ÐekictuÑ" kp" Kpvgtpcvkqpcn"Encuu"56"cpf for Ðorganizing and conducting a 

golfing event the proceeds of which are donated to chatkv{Ñ"kp"Kpvgtpcvional Class 41.  A printout 

of information from the electronic database records of the USPTO showing the current status and 

title of the registration is attached as Exhibit O;  

(m) The MONTECRISTO CUP trademark and U.S. federal trademark registration 

number 3,679,724 hqt" ÐekictuÑ" kp" Kpvgtpcvkqpcn"Encuu"56"cpf" for Ðqticpk¦kpi"cnd conducting a 

iqnhkpi"gxgpv"vjg"rtqeggfu"qh"yjkej"ctg"fqpcvgf"vq"ejctkv{Ñ"kp"Kpvgtpcvkqpcn"Encuu"63.  A printout 

of information from the electronic database records of the USPTO showing the current status and 

title of the registration is attached as Exhibit P;  

(n) The CASA DE MONTECRISTO trademark and U.S. federal trademark 

registration number 3,791,093 hqt"Ðretail store services featuring fine cigars, tobacco products, 

smokers' articles, smokers' accessories, men's gifts, logo apparel, and beverages, including coffee 

cpf" twoÑ" kp" Kpvgtpcvkqpcn" Encuu" 57.  A printout of information from the electronic database 

records of the USPTO showing the current status and title of the registration is attached as 

Exhibit Q;  

(o) The MONTECRISTO trademark and U.S. federal trademark registration number 

3,897,792 hqt" Ðretail store services." hgcvwtkpi" ekictuÑ" kp" Kpvgtpcvkqpcn" Encuu" 57" cpf" hqt" Ðekict"

uoqmkpi" nqwpig" ugtxkeguÑ" kp" Kpvgtpcvkqpcn" Encuu" 63.  A printout of information from the 

electronic database records of the USPTO showing the current status and title of the registration 

is attached as Exhibit R;  

(p) The MONTECRISTO trademark and U.S. federal trademark registration number 

3,947,902 hqt"Ðdgum"ugvu="fgum"rcfu="rgpu="uvcpfu"hqt"rgpu"cpf"rgpeknuÑ"kp"Kpvgtpcvkqpcn"Encuu"38."
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hqt" Ðiqnh" dcnnuÑ" kp" Kpvgtpcvkqpcn" Encuu" 4:" cpf" hqt" Ðekict" ecugu" pqv" qh" rtgekqwu" ogvcnÑ" kp"

International Class 34.  A printout of information from the electronic database records of the 

USPTO showing the current status and title of the registration is attached as Exhibit S; and 

(q) The MONTECRISTO trademark and U.S. federal trademark registration number 

4,260,181 hqt"ÐwcvejguÑ"kp"Kpvgtpcvkqpcn"Encuu"34.  A printout of information from the electronic 

database records of the USPTO showing the current status and title of the registration is attached 

as Exhibit T; 

 The foregoing trademarks are hereinafter referred to collectively as the 

ÐOQPVGETKUVQ"VtcfgoctmuÑ0 

  6. Altadis brings this Opposition on behalf of itself and on behalf of its wholly 

owned subsidiary, CCB, the registered trademark owner (Altadis and CCB are collectively 

tghgttgf"vq"jgtgkp"cu"ÐQrrqugtÑ+0 

 7. The Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks were 

developed and first used by Menendez Garcia y Compania Nkokvcfc"*ÐOgpgpfg¦"{"IctekcÑ+."a 

Cuban limited liability company.  Upon information and belief, Menendez y Garcia commenced 

use of the Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks in the United 

States at least as early as July 25, 1935 in connection with premium MONTECRISTO cigars.  

From their inception, Mgpgpfg¦"{"IctekcÓu MONTECRISTO cigars were considered among the 

finest premium cigars in the world. 

 8. Opposer is the successor-in-interest to Menendez y Garcia, having purchased 

Ogpgpfg¦"{"IctekcÓu"gpvktg"Wpkvgf"Uvcvgu"tkijvu."kpvgtguv"cpf"iqqfyknn"kp"vjg Fleur de Lis Design 

Trademarks and the MONTECRISTO Trademarks in 1976. 
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 9. Upon information and belief, QrrqugtÓu"predecessors-in-interest used the Fleur de 

Lis Design Trademarks and the MONTECRISTO Trademarks in the United States continuously 

until some time after the Castro government nationalized the Cuban cigar industry in 1960, 

following the Cuban revolution.  Upon information and belief, after an excusable period of non-

use, Opposer reintroduced the MONTECRISTO brand after its predecessor-in-interest, 

Menendez y Garcia, successfully litigated with the Cuban government over the ownership of the 

rights in the Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks in the United 

States.   

10. Use of the Fleur de Lis Design Trademarks, the MONTECRISTO Trademarks 

and associated trademarks, trade names, trade dress, service marks and brand names is 

effectuated by Opposer and its licensees. 

 11. Use of the Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks 

inures to the benefit of CCB. 

 12. The Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks were 

wugf"d{"QrrqugtÓu" rtgfgeguuqtu-in-interest and are used today by Opposer only in connection 

with the finest quality premium cigars, licensed merchandise and licensed services.  The Fleur de 

Lis Design Trademarks and the MONTECRISTO Trademarks are used prominently on product 

packaging, in advertisements, on the Internet and in other forums.   

13. QrrqugtÓu" MONTECRISTO cigars are considered to be among the finest 

premium cigars available in the United States and are sold throughout the United States.  

OrrqugtÓu" MONTECRISTO cigars have been extensively advertised, are among the most 

prestigious cigar brands available in the United States, are highly coveted by cigar aficionados 

and are used by the media as a symbol of luxury and excellence.     
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 14. OpposgtÓu"Fleur de Lis Design Trademarks and MONTECRISTO Trademarks are 

inherently distinctive to the public and the trade and serve primarily as designators of origin of 

QrrqugtÓu"products and services.   

 15. QrrqugtÓu"Fleur de Lis Design Trademarks and MONTECRISTO Trademarks are 

famous. 

 16. Opposer is actively engaged in the development of MONTECRISTO merchandise 

and services and in selective licensing of the Fleur de Lis Design Trademarks and the 

MONTECRISTO Trademarks.   

 17. As a result of OpposgtÓu widespread use and display of the MONTECRISTO 

brand:  (a) the public and the trade use the Fleur de Lis Design Trademarks and the 

MONTECRISTO Trademarks to identify and tghgt" vq" QrrqugtÓu"OQPVGCRISTO brand; (b) 

cigars marked with the Fleur de Lis Design Trademarks and/or the MONTECRISTO Trademarks 

are recognized by the trade and the public as high quality premium cigars emanating from a 

single source; and (c) the Fleur de Lis Design Trademarks and the MONTECRISTO Trademarks 

have built up secondary meaning and extensive goodwill. 

 18. Through long-term use and controlled marketing, the Fleur de Lis Design 

Trademarks and the MONTECRISTO Trademarks have become highly distinctive and strongly 

associated in the United States with cigars, tobacco related products and other licensed 

merchandise and services of the highest quality emanating from a single source, namely, 

Opposer.   

19. Opposer has adopted an aggressive policy for maintaining the integrity, goodwill 

and fame associated with its Fleur de Lis Design Trademarks and its MONTECRISTO 

Trademarks by keeping potential third parties from trading on or trying to pass off as their own 
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QrrqugtÓu"tgpqypgd Fleur de Lis Design Trademarks and MONTECRISTO Trademarks. 

 20. Upon information and belief, Vapelux Ltd. *ÐCrrnkecpvÑ+" filed U.S. Trademark 

Application Serial Number 85/780,501 for ÐREGCIG and DesignÑ as a mark for: 

(i) ÐRcrgt" rcemcikpi" eqpvckpgtu" cpf" cartons for cigarettes and cigarette 
accessories; cigarette carrying cases made of paper and cardboard; 
ocpwcnu" cpf" kpuvtwevkqpcn" rcorjngvu" kp" vjg" hkgnf" qh" uoqmkpiÑ" kp"
International Class 16; 

  
(ii)  ÐGngevtqpke" ekictgvvgu." gngevtqpke" ekictu." gngevtqpke" uoqmkpi" pipes, 

electronic hookahs; electronic cigarette atomizers, electronic cigarette 
cartomizers, electronic cigarette clear cartomizers; replaceable electronic 
cigarette cartridges sold empty; cigar and cigarette boxes not made of 
precious metal; cigarette ligjvgtu"pqv"ocfg"qh"rtgekqwu"ogvcn="ocvejguÑ"kp"
International Class 34; and 

  
(iii)  ÐTgvckn" ugtxkegu." pcogn{." qp-line retail stores and retail stores featuring 

electronic cigarettes and accessories therefor; customer loyalty services 
and customer club services for commercial, promotional and advertising 
purpquguÑ"kp"Kpvgtpcvkqpcn"Encuu"57= 

 
*ÐCrrnkecpvÓu"OctmÑ+.   
 
  21. ApplicantÓu"Octm prominently features the colors red and gold.  Applicant has 

claimed the colors red and gold as features qh"CrrnkecpvÓu"Octm"kp"W.S. Trademark Application 

Serial Number 85/780,501. 

  22. CrrnkecpvÓu" Octm" cnuq" rtqokpgpvn{" hgcvwtgu" c" hngwt" fg" nku" kp" vjg" egpvgt" qh" vjg"

octm0""Vjg"hngwt"fg"nku"kp"vjg"egpvgt"qh"CrrnkecpvÓu"Octm"ku"fkurnc{gf"kp"iqnf"eqnqtkpi0 

 23. CrrnkecpvÓu"Octm" is confusingly similar in appearance, meaning and commercial 

impression vq"QrrqugtÓu registered Fleur de Lis Design Trademarks.  For decades, Opposer and 

its predecessors in interest have prominently used the Fleur de Lis Design Trademarks on cigar 

bands and packaging for MONTECRISTO cigars.  In addition, for decades, Opposer and its 

predecessors in interest have prominently displayed their registered fleur de lis in the center of 

cigar bands for MONTECRISTO cigars.  Moreover, for decades, Opposer and its predecessors in 
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interest have utilized the colors red and yellow/gold in connection with cigar bands and 

packaging for MONTECRISTO cigars, and have displayed the fleur de lis in yellow/gold 

coloring.  

 24. CrrnkecpvÓu"iqqfu"ctg"highly similar to the goods sold and provided in connection 

ykvj"QrrqugtÓu"Fleur de Lis Design Trademarks and MONTECRISTO Trademarks. CrrnkecpvÓu"

goods would travel and/or be promoted through the same channels of trade for sale to, and use 

by, the same class of purchasers.  Therefore, it is highly likely that distributors, retailers and 

consumetu" yknn" cuuwog" vjcv" CrrnkecpvÓu" goods and services ctg" cuuqekcvgf" ykvj" QrrqugtÓu"

MONTECRISTO brand. 

 25. Upon information and belief, Applicant has adopted CrrnkecpvÓu" Octm in an 

attempt to trade on vjg" xcnwg" qh" QrrqugtÓu" tgpqypgf" Fleur de Lis Design Trademarks and 

MONTECRISTO Trademarks.  

 26. Dgecwug" QrrqugtÓu" Fleur de Lis Design Trademarks and MONTECRISTO 

Trademarks are famous, it is highly likely that those in the trade and consumers will assume that 

CrrnkecpvÓu"goods ctg"cuuqekcvgf"ykvj"QrrqugtÓu"OQPVGETKUVQ"dtcpf0 

 27. CrrnkecpvÓu" wug" qh" CrrnkecpvÓu" Octm" is likely to cause confusion, mistake or 

fgegrvkqp"cu"vq"vjg"uqwteg"qh"qtkikp"qh"CrrnkecpvÓu"goods in that the public, the trade and others 

ctg"nkmgn{"vq"dgnkgxg"vjcv"CrrnkecpvÓu"goods are provided by, sponsored by, approved by, licensed 

by, affiliated with or in some other way legkvkocvgn{"eqppgevgf"vq"QrrqugtÓu"OQPVGETKUVQ"

brand. 

COUNT II 

 28. Opposer repeats and realleges the allegations set forth in paragraphs 1 through 27 

as though fully set forth herein. 
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 29. QrrqugtÓu"Fleur de Lis Design Trademarks and MONTECRISTO Trademarks are 

distinctive and famous and had become famous prior to the acquisition of any rights Applicant 

may claim in CrrnkecpvÓu"Octm0"" 

 30. Wug" qh" CrrnkecpvÓu" Octm" d{" Crrnkecpv" yknn" ecwug" fknwvkqp" qh" vjg" fkuvkpevkxg"

swcnkv{"qh"QrrqugtÓu"hcoqwu"Fleur de Lis Design Trademarks and MONTECRISTO Trademarks. 

 31. Opposer will be damaged by the registration sought by Applicant because such 

tgikuvtcvkqp"yqwnf"uwrrqtv"cpf"cuukuv"Crrnkecpv"kp"vjg"wug"qh"CrrnkecpvÓu"Octm"cpf"vjgtgd{"fknwvg"

QrrqugtÓu" tkijvu" kp" kvu" fkuvkpevkxg" cpf" hcoqwu" Fleur de Lis Design Trademarks and 

MONTECRISTO Trademarks.   

WHEREFORE, Opposer respectfully requests that this Opposition be sustained and that 

CrrnkecpvÓu"crrnkecvkqp"to register REGCIG and Design as a mark be denied in all respects.  

 
Dated:  November 12, 2013     
 

Respectfully submitted, 
 

 
       /Charles W. Grimes/    
       Charles W. Grimes 
       Russell D. Dize    
       Attorneys for Opposer 
       GRIMES LLC 
       488 Main Avenue 
       Norwalk, Connecticut 06851-1008 
       Telephone No.:  (203) 849-8300 
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CERTIFICATE OF SERVICE 
 

 The undersigned hereby certifies that a copy of the foregoing Notice of Opposition was 

served on the Applicant on the date indicated below by depositing the same with U.S.P.S. First 

Class Mail, postage prepaid, to the attorney and correspondent of record for Applicant: 

Doreen Small, Esq. 
GOLENBOCK EISEMAN ASSOR BELL & PESKOE 

437 Madison Avenue, Floor 35 
New York, NY  10022-7020 

 
John K. Perala, Esq. 

PERALA LAW OFFICE 
332 S. Michigan Ave., Suite 1032 

Chicago, IL  60604 
 

 
and further certifies that the aforementioned Notice of Opposition was filed with the Trademark 

Trial and Appeal Board on the date indicated below online through the ESTTA system of the 

United States Patent and Trademark Office.  

Dated:  November 12, 2013 

 
                   /Russell D. Dize/        
             Russell D. Dize 
 
 

 

 

 

 

 

 










































































































































